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B Responsive to communication(s) filed on Jun 28. 2000 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for format matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Qu^§35 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 1 month(s), or thirty days, whichever is 

longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37CFR 1.136(a). 

Disposition of Claim 

H Claim(s) 1-38 is/are pending in the applicat 

Of the above, claim(s) is/are withdrawn from consideration 

□ Claim(s) is/are allowed. 

□ Claim(s) is/are rejected. 

□ Claim(s) \ is/are objected to. 

(5 Claims 1-38 are subject to restriction or election requirement. 

Applicati n Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is □ approved Disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ All ["gome* [NJone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 

*Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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DETAILED ACTION 
Election/Restriction 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-22 and 28-30, drawn to "an official postal product", classified in 
class 283, subclass 71. 

II. Claims 23-27, drawn to "apparatus for applying a protective coating", classified in 
class , subclass . 

III. Claims 31-35, drawn to " a method of making an official postal product", classified 
in class , subclass . 

IV. Claims 37 and 38, drawn to " a method for canceling an official postal product", 
classified in class , subclass ... 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions III and I are related as process of making and product made. The inventions are 
distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case 
invention I can be made by a method distinct from the one in invention III, such as by using ink in 
the printing process such that a cancellation mark will not adhere thereto, and eliminating the need 
for applying a protective coating at a different step. 
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3. Inventions I and II are related as apparatus and product made. The inventions in this 
relationship are distinct if either or both of the following can be shown: (1) that the apparatus as 
claimed is not an obvious apparatus for making the product and the apparatus can be used for 
making a different product or (2) that the product as claimed can be made by another and 
materially different apparatus (MPEP § 806.05(g)). In this case invention I can be made by 
utilizing a printer that uses an ink resistant to cancellation marks, eliminating the need for using 
invention II for making invention I. 

4. Inventions I and IV are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 

§ 806.05(h)). In the instant case invention I can be used by using a hand device to cancel the 
stamp, eliminating the need for a invention IV. 

5. Because these inventions are distinct for the reasons given above and the search required 
for Group I is not required for Groups II, III and IV, restriction for examination purposes as 
indicated is proper. 

6. A telephone call was made to Mr. Milton S. Sales on September 28, 2000 to request an 
oral election to the above restriction requirement, but did not result in an election being made. 
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Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 1 . 143). 
7. Any inquiry concerning. this communication or earlier communications from the examiner 
should be directed to Alisa L. Thurston whose telephone number is (703) 305-1645. 



ALT 



November 28, 2000 



A. L WELLINGTON 
SUPERVISORY F&TBST EXAMINER 
TECHNOLOGY CENTER 3700 



A TTA CHMENT TO AND MODIFICA TION OF 
NOTICE OF ALLOWABILITY (PTO-37) 
(November, 2000) 

NO EXTENSIONS OF TIME ARE PERMITTED TO FILE 
CORRECTED OR FORMAL DRAWINGS, OR A SUBSTITUTE 
OATH OR DECLARATION, notwithstanding any indication to the 
contrary in the attached Notice of Allowability (PTO-3 7). 

If the following language appears on the attached Notice of Allowability, the 
portion lined through below is of no force and effect and is to be ignored 1 : 

A SHORTENED STATUTORY PERIOD FOR RESPONSE to comply with the requirements noted below is set to 
EXPIRE THREE MONTHS FROM THE "DATE MAILED" of this Office action. Failure to comply, will result in 
ABANDONMENT of this application. Eirtcnsions of time may bo obtained under iheproviaionj of 37 CKR I . I 36(a) 

Similar language appearing in any attachments to the Notice of Allowability, 
such as in an Examiner's Amendment/Comment or in a Notice of 
Draftperson's Patent Drawing Review, PTO-948, is also to be ignored. 



1 the language which is crossed out is contrary to amended 37 CFR 1.85(c) and 1. 136. See "Changes to 
Implement the Patent Business Goals", 65 Fed Reg. 54603. 54629. 54641. 54670. 54674 (September 8. 
2000), 1238 Off. Gaz. Pat. Office 77, 99, 1 10, 1 35, 1 39 (September 1 9, 2000). 



